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Response to Arguments 

Following receipt of the Appeal Brief, a subsequent search uncovered art that is 
interpreted as better anticipating the claims. Accordingly, all previous rejections are withdrawn 
as is the finality of the last office action. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 60 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 

failing to particularly point out and distinctly claim the subject matter which applicant regards as 

the invention. The distal portion is curved, thus presenting multiple angles. Further, an acute 

angle is not disclosed in the specification, thus the drawings are the only disclosure of the angle. 

The extreme distal end, as seen in the drawings, is at a 90 degree angle, not an acute angle. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 56, 57, 62-65 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent 5,558,664 to Boyd et al. Boyd et al. teach a catheter for cardiac procedures with a 
grasping element (Fig. 5, # 71) for holding tissue to be cut (Col. 13, lines 60-61) and cutting 
blades (Fig. 5, #s 68 & 69) arranged in a pincer configuration. As the blades are on an 
independent element, they are rotatable relative to the catheter. Both the cutting elements and 
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the grasping element extend from an opening of the catheter and are capable of grasping and 
severing a chord. The catheter includes an inflatable balloon (Fig. 5, # 1 1) for stabilizing the 
catheter within the heart. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2 and 66 are rejected under 35 U.S.C. 103(a) as being unpatentable over Patent 
5,558,664 to Boyd et al. Boyd et al. do not specifically disclosed the size of the cutting blades, 
however, a skilled artisan would select the blade configuration best suited for the intended task 
making the bade size an obvious design consideration. The use of shaped memory elements in 
catheters is pervasive in the art. One of skill in the art would select such elements to achieve a 
required shape of an element when deployed from a restricted area such as a catheter lumen. 

Claims 58-61 are rejected under 35 U.S.C. 103(a) as being unpatentable over Patent 
5,558,664 to Boyd et al. as applied to claim 57 above and further in view of U.S. Patent 
6,629,534 to St. Goar et al. Boyd et al. are discussed above, but do not teach a wire grasping 
element. St. Goar et al. disclose a cardiac catheter with multiple capture coils (Fig. 32A, # 60 & 
62) intended for grasping chordae, the coils may be loops of nitinol (Col. 25, lines 45-55). The 
loops being circular, they have portions that are at an acute angle to the opening of the catheter. 
It would have been obvious to one skilled in the art to use the loops as taught by St. Goar et al. 
in the invention of Boyd to capture tissue, such as chordae, during a cardiac procedure as both 
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catheters are intended for such procedures and a skilled artisan would be motivated to seek 
prior work. 

Claim 67 is rejected under 35 U.S.C. 103(a) as being unpatentable over Patent 
5,558,664 to Boyd et al. as applied to claim 1 above and further in view of U.S. Patent 
6,283,127 to Sterman et al. Boyd et al. are discussed above, but do not teach multiple 
catheters for a cardiac procedure. The use of multiple access devices for a cardiac procedure 
is well known as evidenced by Sterman et al. It would have been obvious to one skilled in the 
art to use multiple access devices as taught by Sterman et al. in the invention of Boyd et al. to 
allow for different tools with independent positioning. 

Conclusion 

Any inquiry concerning this communication should be directed to HENRY M. JOHNSON 
III at telephone number (571 )272-4768. 

/Henry M. Johnson, III/ 

Supervisory Patent Examiner, Art Unit 

3769 


